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PREFACE

Ruling of trademark ownership refers to the act that the Trademark Appraisal Com-
mittee ( hereinafter referred to as TAC) reviews application on invalidation of registered
trademark. It is an act that the TAC rules over civil disputes, however, the objects of
the ruling are closely related to administrative activities. Where a registered trademark 1s
invalidated, then comes the question whether registration of the trademark was legal.
This is why objects of trademark ownership are concerns of public law.

According to the Trademark Law, ruling of trademark ownership is a preceding pro-
cedure for parties involved to seek judicial remedies, 1. e. a dispute must be adjudicated
by TAC before being brought to court. Therefore, fair and sound ruling of trademark
ownership is of great importance to protection of rights of the parties involved.

Ru.liﬁg of trademark ownership constitutes an important part of administrative pro-
tection of trademarks. Improvement of ruling of trademark disputes will help improve ad-
ministrative protection of trademarks. To parties involved, maximum benefit is of top
concern when they participate in dispute settlement proceedings.

Chapter 1. Definition and Evolution of trademark ownership ruling. This part focu-
ses on connotation definition of trademark ownership ruling and divides it into two types
as the subjective type and the objective type. Objective trademark ownership ruling re-
fers to the circumstance stipulated in Article 44 of the Trademark Law that " where a

trademark registration violates the provisions of Articles 10, 11, and 12 of this Law, or
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the registration of a trademark was acquired by fraud or any other improper means, any
organization or individual may request that the TAC make a ruling to invalidate such a
registered trademark. ” Subjective trademark ownership ruling refers to the circumstance
stipulated in Article 44 of the Trademark Law that *where a trademark registration vio-
lates the provisions of Articles 10 Paragraph 2 and Paragraph 3, Article 15, Article 16
Paragraph 1, Article 30, Article 31 or Article 32 of this Law, any holder of prior rights
or any interested party may, within five years from the date of registration, request that
the TAC make a ruling to invalidate the trademark’s registration. ” The difference be-
tween the two types lies in that there 1s limit on qualification of subject and time limit for
application for the objective type, where there is no such limit for the subjective type.
Rulings on trademark ownership and trademark infringement are discussed basing on this.

Chapter Il. Theoretical basis for trademark ownership ruling. Theoretical basis for
trademark ownership ruling are legitimate legal procedure, public review and constitu-
tionality of administrative ruling on private right dispute. Registration of a trademark has
influence on third parties, which is a certain quality of the exclusiveness ol trademark
right. Therefore it 1s necessary to entitle third parties with right to apply for invalidation
of a trademark registration. Meanwhile, though the Trademark Office carries out sub-
stantial review on registered trademarks, due to the limit of manpower, introduction of
public review will help cover the shortage. It also complies with stipulation of the Con-
stitution to authorize administrative bodies the right to rule civil disputes which involve
administrative management.

Chapter IIl. Basic Principles for Trademark Ownership Ruling. Case Review and
application are the basic principles for trademark ownership ruling. The purpose of case
review principle is to exclude application of preceding cases basing on the fact that due
to difference in use, conspicuousness and consumption group of different trademarks,
the ruling of one trademark cases shall not be used as certain basis for another case. The

application principle, i. e. the principle of ruling upon application, refers to that the
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TAC shall review facts, reasons and application of application and defense of the par-
ties. Ruling of the TAC shall not go beyond the scope applied by the applicant.

Chapter IV. Legal Conditions for Invalidating a Trademark. This part analyses legal
conditions for invalidating a trademark from the aspect a registered trademark violates
prior rights of others. Violation of prior rights of others constitutes a reason for invalida-
ting a registered trademark. Owner of the prior nght may request the TAC to invalidate
the registered trademark. In practice, common prior rights include trade name right,
copyright , portraiture right , name right, appearance design, unique name, packing and
decoration of famous commodities. There are different conditions for different prior rights
to be ul}slattl_e for registered trademarks.

Chapter V. Procedure of and Rule of Evidence for Trademark Ownership Ruling.
As for subjective trademark ownership ruling, an interested party shall make the appli-
cation within stipulated time. The TAC hearing includes written hearing and oral hear-
ing, with written hearing as the principal method. However, in the event of written
hearing , a party has no opportunity to cross — examine all evidence provided by the other
party. In trademark ownership ruling, an applicant shall provide evidence to support its
claim. Evidence not cross — examined shall not be used as basis for a ruling. This part al-
so makes a profound analysis on attestation of evidences and delivery of case documents.

Chapter VL. Effect of Trademark Ownership Ruling. The TAC rules whether a dis-
puted trademark shall be invalidated basing on evidences provided by parties involved.
Where a party is not satisfied with the ruling, it may bring administrative suit to a court.
That means the ruling of the TAC is not final. Where the TAC invalidates a disputed
trademark , it shall announce its ruling to the public. Therefore, the TAC shall estimate
whether the ruling it makes will be brought to court to avoid the event that 1t is an-
nounced to the public and being brought to the court in the same time which will cause
certain loss to parties involved. The principle of non bis in idem also constitutes effect of

trademark ownership rulings.
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